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DETAILED ACTION 

WITHDRAWN REJECTIONS 
1 • The 35 U.S.C. 1 12 second paragraph rejection of Claim 1, of record on page 2 of the 
previous Action, is withdrawn. 



NEW REJECTIONS 
Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 



2. 



3. Claims 1 - 5 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventory at the time the application was filed, had 
possession of the claimed invention. The phrases 'heel portion' and 'forefoot portion' do not 
appear in the specification. 



Claim Rejections - 35 USC § 103 

all 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 



obviousness rejections set forth in this Office action: 



tlT of Sis til/ if S fP ° U8h T inVenti ° n iS n0t iden,ica "y disc,osed ° r de -ibed as set forth in 

having ordinary skill 7„t Z to w ch ^J^T,^.* *Z ^ ? i"™* 0 " W3S made t0 a P e ™ 
manner in whid, the invent^ waTmaae * Patentab " itv sha » «« be negatived by the 
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5. Claims 1 - 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kataoka et 
al. (U.S. Patent No. 5,533,282) in view of Wideman et al. (U.S. Patent No. 5,922,792) and 
Norton (U.S. Patent No. 4,559,724). 

With regard to Claims 1 and 4, Kataoka et al disclose shoes having an outsole (the 
portion which contacts a surface; column 2, lines 56 - 65) including a spike having a disc shaped 
portion and a plurality of pins and a projecting portion having a ground contact surface (column 
1, lines 59 - 67 and column 2, lines 1 - 4; Figure 2); the spikes and the plate to which they are 
attached comprise synthetic resin (column 1, lines 12 - 22); the height difference between the 
spikes and the projecting portion is 4 mm (column 5, lines 1 7 - 20). Kataoka et al fail to disclose 
spikes in which the synthetic resin is a rubber - molded material whose JIS - C hardness ranges 
from 35 to 95, and whose elongation at break is 280% or more, and which contains 30 wt% or 
more of acrylonitrile - butadiene copolymer, and the difference in JIS - C hardness between the 
ground - contact portion of the spike and the projected portion is in the range from 5 - 80. 

Wideman et al. teach the use of a rubber composition (column 1 , lines 24 - 34) for the 
making of a shoe sole (column 12, lines 3 - 26) which comprises acrylonitrile - butadiene 
copolymer (100%; column 3, lines 42 - 53); and has an elongation at break of 672% (which is 
greater than 280%; column 1 0, lines 25 - 49) for the purpose of using a rubber having good 
antifatigue properties (column 1, lines 5 - 9). 

Norton teaches the that it is known in the art to make the spikes (cleats) of a shoe sole 
from a synthetic resin having a lower hardness than the remainder of the sole (for spike an the 
remainder of the sole are made from the same polymer, but having different hardness; column 4, 
lines 23 - 3 1) for the purpose of enhancing shock absorbancy (column 4, lines 23 - 3 1). 
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It therefore would have been obvious for one of ordinary skill in the art at the time 
Applicant's invention was made to have provided for acrylonitrile - butadiene copolymer 
(100%; column 3, lines 42 - 53); and has an elongation at break of 672% (which is greater than 
280%; column 10, lines 25 - 49) in Kataoka et al in order to use a rubber having good 
antifatigue properties as taught by Wideman et al., and to have provided for spikes having a 
different sole than the projected portion of the shoe for the purpose of enhancing shock 
absorbancy as taught by Norton. 

Wideman et al do not teach a hardness of from 35 - 95, as measured by JIS - C. 
However, Wideman et al. teach a hardness of 50.5, as measured by sclerometer (Shore hardness; 
column 10, lines 25 - 48). Therefore, the hardness would be readily determined through routine 
optimization by one having ordinary skill in the art depending on the desired end use of the 
product. It therefore would be obvious for one of ordinary skill in the art to vary the hardness, 
since the hardness would be readily determined through routine optimization by one having 
ordinary skill in the art depending on the desired end result as shown by Wideman et al. In re 
Boesch and Slaney, 205 USPQ 215 (CCPA 1980). 

Norton does not teach a hardness difference of from 5 - 80, as measured by JIS - C. 
However, Norton teaches a hardness difference of 10, as measured by sclerometer (Shore 
hardness; column 4, lines 23 - 31). Therefore, the hardness difference would be readily 
determined through routine optimization by one having ordinary skill in the art depending on the 
desired end use of the product. It therefore would be obvious for one of ordinary skill in the art to 
vary the hardness difference, since the hardness difference would be readily determined through 
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routine optimization by one having ordinary skill in the art depending on the desired end result as 
shown by Norton. In re Boesch and Slaney, 205 USPQ 215 (CCPA 1 980). 

With regard to Claim 2, the polybutadiene taught by Wideman et al. contains 100% cis - 
1 ,4 linkage (therefore greater than 70%; column 3, lines 42 - 53). 

With regard to Claims 3 and 5, the spike is removably mounted (detachably attached) on 
the outsole (column 1, lines 11-17). 

ANSWERS TO APPLICANT'S ANSWERS 
6. Applicant's arguments, and amended claims regarding the 35 U.S.C. 1 12 second 
paragraph rejection of Claim 1, of record on page 2 of the previous Action, have been considered 
and have been found to be persuasive. The rejection has therefore been withdrawn. Applicant's 
arguments regarding the 35 U.S.C. 103(a) rejection of Claims 1 - 5 as being unpatentable over 
Kataoka et al. (U.S. Patent No. 5,533,282) in view of Wideman et al. (U.S. Patent No. 5,922,792) 
and Norton (U.S. Patent No. 4,559,724) have been carefully considered but have not been found 
to be persuasive for the reasons set forth below. 

Applicant argues, on page 6 of Paper No. 7, that amended Claims 1 - 5 overcome the 
prior art of record. However, the phrases 'heel portion' and 'forefoot portion' do not appear in 
the specification, and therefore constitute new matter. The new 35 U.S.C. 1 12 first paragraph 
rejection of Claims 1 - 5 above is directed to amended Claims 1-5. 

Applicant also argues, on page 6, that the rejection is improper because column 1, lines 
12 - 22 of Kataoka et al. is insufficient to indicate that the spike disclosed by Kataoka et al. is 
made of synthetic resin. Kataoka et al disclose a spike - attaching portion which is made of 
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synthetic resin, Applicant argues, but does not disclose a spike which is made of synthetic resin. 
However, the spike - attaching portion clearly is a portion of the spike. 

Applicant also argues, on page 7, that the combination of Kataoka et al with Wideman et 
al is improper because Kataoka et al disclose a shoe for use in track and field events; it is 
therefore likely, Applicant speculates, that a resin which is used in Kataoka et al would be a 
harder material than the rubber materials which are taught by Wideman et al. However, as stated 
on page 2 of the previous Action, Kataoka et al disclose the use of synthetic resin, which 
certainly does not exclude the use of any rubber. The term 'hard plate' is used in Kataoka to 
describe the body of insole, but this is a relative term which still does not exclude the use of the 
rubber compositions which Wideman et al. teach for the making of insoles. 

Applicant also argues, on page 9, that the hardness which is taught by Wideman et al is 
outside of the claimed range. However, as stated on page 2 of the previous Action, Wideman et 
al. teach a hardness of 50.5, as measured by sclerometer (Shore hardness; column 10, lines 25 - 
48). Therefore, the claimed range of hardness would be readily determined through routine 
optimization by one having ordinary skill in the art depending on the desired end use of the 
product. It therefore would be obvious for one of ordinary skill in the art to vary the hardness, 
since the hardness would be readily determined through routine optimization by one having 
ordinary skill in the art depending on the desired end result as shown by Wideman et al In re 
Boesch and Slaney, 205 USPQ 215 (CCPA 1980). 

Applicant also argues, on page 9, that the rejection is improper because Norton does not 
teach that it is known for the spikes of a shoe sole to have a lower hardness than the remainder of 
the shoe sole. Although the cleats taught by Norton have a lower hardness than the remainder of 
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the shoe sole, Applicant argues, the cleats are not the same as spikes. However, Norton also 
teaches that spikes and cleats are equivalent as traction elements of a shoe sole (column 1, lines 
31-55). 

Applicant also argues, on page 10, that the previous Action provides no motivation for 
varying the hardness which is taught by Wideman et al. However, as stated above, Wideman et 
al. teach a hardness of 50.5, as measured by sclerometer (Shore hardness; column 10, lines 25 - 
48). Therefore, the claimed range of hardness would be readily determined through routine 
optimization by one having ordinary skill in the art depending on the desired end use of the 
product. It therefore would be obvious for one of ordinary skill in the art to vary the hardness, 
since the hardness would be readily determined through routine optimization by one having 
ordinary skill in the art depending on the desired end result as shown by Wideman et al /„ re 
Boesch and Slaney, 205 USPQ 215 (CCPA 1980). 

Applicant also argues, on page 1 1, that the rejection is improper because Norton does not 
teach a hardness difference of from 5 - 80, as measured by JIS - C. However, as stated on page 
2 of the previous Action, Norton teaches a hardness difference of 10, as measured by sclerometer 
(Shore hardness; column 4, lines 23 - 3 1). Therefore, the hardness difference would be readily 
determined through routine optimization by one having ordinary skill in the art depending on the 
desired end use of the product. It therefore would be obvious for one of ordinary skill in the art to 
vary the hardness difference, since the hardness difference would be readily determined through 
routine optimization by one having ordinary skill in the art depending on the desired end result as 
shown by Norton. In re Boesch and Slaney, 205 USPQ 215 (CCPA 1980). 
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Conclusion 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc Patterson, whose telephone number is (703) 305-3537. The 
examiner can normally be reached on Monday through Friday from 8:30 AM to 5:00 PM. If 
attempts to reach the examiner by phone are unsuccessful, the examiner's supervisor, Harold 
Pyon, can be reached at (703) 308-4251. FAX communications should be sent to (703) 872- 
93 10. FAXs received after 4 P.M. will not be processed until the following business day. 

Marc A. Patterson, PhD. 
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